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HELP AVAILABLE FOR

PAPERS, ARTICLES,

AND PRESENTATIONS

WRITING FOR

TECHNOLOGY REPORT

lf you’re preparing a paper for publication or presentation out-

side Tektronix, the Technology Communications Support (TCS)

group of Corporate Marketing Communications can make your

job easier. TCS can provide editorial help with outlines, abstracts,

and manuscripts; prepare artwork for illustrations; and format

material to journal or conference requirements. They can also

help you “storyboard” your talk, and then produce professional,

attractive slides to go with it. In addition, they interface with

Patents and Trademarks to obtain confidentiality reviews and

to assure all necessary patent and copyright protection.

For more information, or for whatever assistance you may need,

contact Eleanor McElwee, ext. 642-8924. U

Technology Report can effectively convey ideas, innovations,

services, and background information to the Tektronix techno-

logical community.

How long does it take to see an article appear in print? That is a

function of many things (the completeness of the input, the re-

view cycle, and the timeliness of the content). But the minimum is

four weeks for simple announcements and six to 12 weeks for

major technical articles.

The most important step for the contributor is to put the message

on paper so we will have something to work with. Don’t worry

about organization, spelling, and grammar. The editors will take

care of that when we put the article into shape for you.

Do you have an article to contribute or an announcement to

make? Contact the editor, Art Andersen, 642-8934 (Merlo Road)

or write to d.s. 53-077. O
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PATENTS:

OR, NOW THAT YOU’VE INVENTED IT,

HOW DO YOU PROTECT IT

Patents and the patenting process are ancillary to the art of

engineering — but to the business of engineering, patent-

ing is one of the fundamentals. This issue of Technology

Report attempts to cover patents from the perspective of

the engineer as a technologist and the perspective of the

engineer as a businessperson. Whatever success we’ve

achieved in this attempt is largely due to cooperation of

the people in Patents, Trademarks, and Licensing. Art

Andersen, Managing Editor

Why should an engineer know something about patents? Why

should an engineer in a high technology company seek patent

protection? The simplest answer to both questions is /t’s good

business practice.

Yes, it’s good practice, but why?

We live in a competitive, fast moving world where almost any-

one can be tempted to copy, usually by reverse engineering. If

a patent is broad enough, it can stop such competition cold.

Although not all patents are that effective, many patents make

“designing around’ that is, alternative engineering approaches

undertaken to avoid a patent - time consuming and costly. But

this protection is only part of the reason patents are sought, only

part of the answer to the question: Why patent?

To answer more fully, we will have to look at the concept of in-

tellectual property. Intellectual property encompasses not only

patents but trade secrets, copyrights, and trademarks too. These

all relate to protecting ideas — that is, products of the intellect.

When you “do” engineering, you are either innovating or you

are using someone else’s innovation. Engineers swim every day

in a sea of intellectual property.

The innovative engineer is an asset. Even more valuable are in-

novative engineers who recognize how broadly applicable their

inventions may be... and sense the need for protecting the in-

tellectual property they have produced.

This issue will look at some history — patents have a long history —

and at some definitions.

Perhaps definitions is the wrong word as law is really interpreta-

tion rather than absolute certainty. And, since law does involve

interpretation, answers or opinions specific to your questions

about intellectual property will have to come from Patents, Trade-

marks, and Licensing rather than from this issue of Jechnology

Report, or from your peers.

LJ

Because patenting has been practiced for centuries, you may

think of patents as passive, and yes, a little old fashioned, sort of

like earthwork fortifications in this microchip age. But do you

know that for every court battle over a patented technology,

there are dozens, even hundreds of patent licensing agreements

between companies, even companies in direct competition with

one another?

In this cooperation, companies are able to enhance the techno-

logical climate they need to prosper. They can let their engi-

neers innovate freely, employing all appropriate technology even

if others hold patents in the field. If necessary, use of that tech-

nology can be obtained through negotiation and cross licensing.

In a high-stakes technological swap meet, patents are trading

power. Too few engineers fully realize that the patent is a power-

ful tool for gaining complementing technology

Thinking of patents as only barriers overlooks much of what pat-

ents and patenting are all about. In high technology, the patent

can be the glue to join technologies. Rather than just protecting

a something we want to feature, a patent can help blend the

fruits of other technologies with ours.

If you have the baseball and someone else has the bat, you want

to do more than protect your baseball — you want to use it. What

do you do? You team up. One of the values of a strong patenting

program is that it assures that you can team up and be more

than a spectator who happens to own a baseball.

Perhaps it may help to think of patents as

a “postprocessing” tool in product devel-

opment programs. Like a software post-

processor, a patent helps fit the idea, the

innovation, to the environment.

Like a fat wallet, a substantial patent portfolio makes for confi-

dence. That confidence is invaluable, perhaps even the “edge.”

Confidence can mean peaceful relations with competitors. Not

just using patents to fence out the copiers, but using them as

chips in negotiations — or sometimes as dissuaders. We'd like

one kind of competitor to think: “We don’t want to mess with

Tek, Tek’s technology is not only state-of-the-art — it’s protected.”

We'd like other companies to think: “With their technology —

and patents — in X, Tek might be open to working with us on Y.”
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This issue is not a how-to-patent-it piece. Instead, we hope that

by discussing some aspects of the broad subject of intellectual

property protection, we can improve the climate for innovation

at Tek.

Intellectual property and intellectual property rights are abstrac-

tions, just as the concepts of real property and real-property

rights are abstractions. Patent applications, copyright statements,

and trademark symbols are public evidence that someone claims

rights in a product of the intellect. Patent grants and judicial pro-

cess confirm or strengthen these claims. Some rights, however

can exist without public evidence, trade secrets for example.

In the few minutes you will spend reading this issue, we can only

hope to alert you to what can be gained, and what can be lost.

And now, some history.

HISTORY AND CONCEPTS

“The Congress shall have the power to

promote the progress of science and

useful arts, by securing for limited times

to authors and inventors the exclusive

right to their respective writings and dis-

coveries.” U. S. Constitution, Article 1,

Section 8.

This section reviews the history and the basics of patents

and what the engineer must do to nail down Tek rights. It

also discusses how patentability can be jeopardized and

lost.

|

The first “modern” patent was issued in 1421. The foundation of

patent law dates even earlier, back almost two millenia to the

ancient Greeks. Can such a long-standing device still protect

the innovations of the late 20th century?

The answer to that question is yes.

But there are more questions: How much protection, what are

the geographic limits, what are the risks? What can be patented,

how do you patent, what protection mechanisms besides patents

are effective? Before going into these important details, let's

look at the historical basis for patents.

The ancient Greeks protected developers of new recipes by

granting franchises. Had an ancient Greek created a “Big Mac,”

for example, he could gain exclusive usage of his creation

through a franchise. The Greek concept of reserving benefits

to the inventor recognized the importance of innovation.

As the years went by, artisans with technical skills and knowledge

became important and even critical to the social fabric of the

times. Civil authorities sought to encourage inventiveness by

assuring these people an edge in the market. Monopolies were

granted, giving the holder a barrier against ordinary

competition.

In 1421, the Republic of Florence issued the first recorded pat-

ent, granting to the inventor of hoisting gear for unloading mar-

ble from barges the privilege of sole use of the product of his in-

tellect. His intellectual property was protected for three years,

but only as far as the limits of the civic power extended geo-

graphically, and, of course, only to the limits of the authorities

to police.

In return for protecting the inventor of the hoist, the public re-

ceived early knowledge of the invention. With this knowledge to

build on, improvements would be easier; other inventors would

not waste time and money in reinventing the hoist. And after the

patent expired, the public also received the rights to use the in-

vention freely. There was a quid pro quo, the something-for-

something that is essential in the patenting concept. The public

learns something useful; in return, the inventor gains a better

market position. These fundamentals apply today.

Patents promote invention. They do this

by “securing to inventors the fruits of their

inventions. ”

Gutenberg saw his invention, movable type, sweep across

Europe, but he didn’t clean up financially. Then, as now, the

rights granted to inventors were localized within the boundaries

of the granting power. Today, patents are still local, recognized

nation by nation. And the patent process and extent of the pro-

tection in each nation differ in much the same way as Cultures,

traditions, and laws differ. Designers need to know that paten-

ting processes are far from automatic. Even worse, those pro-

cesses that are automatic in one jurisdiction may tend to elimi-

nate patentability in some other jurisdiction.

Ideas Are Not Automatically Protected

Inventions are products of the intellect; that’s why they are

called intellectual property. Unlike personal or real property,

ideas are not automatically protected by law. If someone stole

the first model of your better mousetrap, you could call the

police. But if someone copied your unpatented mousetrap-

idea — tough.
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The procedure for obtaining protection is often misunderstood,

but it must be followed or the inventor risks losing the shield of

law for his or her ideas. For example, it is natural for engineers

to prepare papers and articles describing their achievements.

However, the Patents, Trademarks and Licensing department

should be informed well before publication so that they can take

measures to protect any inventions discussed. If the inventor's

ideas are communicated before protection is sought, rights in

the invention may be jeopardized. That is why premature publi-

cation of technological information should concern us all.

And then there is the problem of telling too much by patenting.

Trade Secrets

Because publishing a patent necessarily exposes the idea, more

may be lost than gained by patenting some innovations. In such

cases, the inventor or the possessor of the intellectual property

may choose to keep the idea close to the vest as a trade secret.

As the medieval guilds guarded knowledge of processes from

outsiders, some companies today guard processes without

patenting. They do this when the product as sold might not

reveal the manner in which it was made, and thus, the posses-

sor of the process may be able to keep it secret. This can be

good strategy for several reasons.

For one thing, a secret may last forever while a US patent is

good for only 17 years. And too, the patent itself may convey

enough information for a competitor to achieve the same results

without using the patented process. Infringement of the patent

may be difficult to detect and prove. On the other hand, a secret

may be difficult to keep, especially as people change from job

to job.

The Patent Process at Tek

At Tektronix, the patenting process begins when an inventor fills

out and sends an /nvention Disclosure Form to the Patent De-

partment. The content of the disclosure form is reviewed by the

patent committee for the appropriate group or business unit.

If the committee decides a patent should be sought, the Patent

Department prepares a patent application, which is filed in the

U.S. Patent and Trademark Office (the PTO), Washington, D.C.

The patent application contains a description of the invention,

including any alternative implementations, and one or more

claims; the claims define the legal “metes and bounds” of the

invention.

In time, currently 18 to 24 months, a patent examiner issues an

Examiner’s Action based on a search of prior art (publications,

patents, or other references describing prior relevant work of

others).

Claims in the application may be allowed or rejected for any

one of several reasons. The usual basis for rejection is that the

claimed invention is known or obvious in view of the prior art.

The Patent department responds to the Examiner's Action, re-

butting the rejection and perhaps amending the claims to avoid

the prior art. If all goes well, and it does in most cases, a patent

is granted to Tektronix about 30 months after the date of filing

and Tek rights in the invention are secured.

The granted patent bears the name of the inventor(s), but is owned

by Tektronix. As is true with most corporations, Tektronix em-

ployees assign their rights to the company for inventions made

on the job, or relating to the company’s business whether made

on or off the job. The Employment Agreement we all signed

when we came to work provides for such assignment.

If the inventor’s ideas are communicated

before protection is sought, the inventor’s

rights may be jeopardized.

What is Patentable

To gain a patent in the United States, the inventor has to establish

novelty, usefulness, and nonobviousness. The invention must

be novel — that is, demonstrably different from all previous work,

patented or not. This work is known as prior art, and the inven-

tor has the obligation to tell the Patent and Trademark Office

about the existence of any relevant prior art.

For purposes of patentability, inventors are assumed to know all

of the publically available art relevant to their invention, no mat-

ter how obscure it may be. Even though there is no penalty for

not knowing all the prior art, it’s a good idea to search for it

before filing an application.

Temporal priority is also critical in patentabilty. The time of inven-

tion, not just the time of patent application, is very important.

Here’s where the /nvention Record Notebook comes in. Without

acceptable records, you can lose a patent dispute to a later clai-

mant; you may not be able to prove that you invented earlier. A

properly maintained and witnessed record such as the /nvention

Record Notebook is universally recognized as the best proof of

what was done and when it was done.

For patent purposes, an invention does not occur until it is re-

duced to practice — that is, sufficiently tested to show the inven-

tion will work for the intended purpose. Or the invention can be

constructively reduced to practice by filing the patent application.

Practicality or utility establishes usefu/ness, another must for

patentability. Patentable ideas don’t have to be commercially

desirable or profitable. An invention doesn’t even have to be

better at something, it just just has to meet the legal definition of

utility. A method of converting silicon wafers to sand could have

legal utility even though the process would be a commercial

bomb.

You can’t patent something that is obvious. If the way you made

an invention work would have been obvious to “someone of or-

dinary skill in the art,” then it’s not patentable. For example, the

mere substitution of materials or parts probably would not stand

up upon patent examination. On the other hand, a novel and

nonobvious use of an old device is patentable.
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